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DETAILED ACTION 

1 . This action is in response to the Amendment received 2/19/08. 

2. Claims 1-69 are pending in the application. Claims 1, 39, 58, 60, 68, and 69 are 
independent claims. Applicant added new claims 68 and 69. 

3. Claims 1-67 rejected under 35 U.S.C. 103(a) as being unpatentable over Jensen have 
been withdrawn pursuant to applicant's argument. 

Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35 U.S.C. 102(e)). 

5. Claims 1-69 are rejected under 35 U.S.C. 102(e) as being anticipated by Spielberg, 
PG Pub. US 2002/0129057 fded (3/9/2001). 
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In reference to independent claim 1 and 39, Spielberg teaches: 

'a storage medium comprising security disclosure data in an audio format. See page 3, 
[0022 through 0023]. The reference provides a memory means for storing audio formatted data 
and playing the audio formatted data to a user. Also the document file and the annotations files 
may comprise text, sound, and/or any other type of data. 

'« processor for receiving the audio security disclosure data at a first time and for 
inserting a first marker therein' . See page 7, [0065 through 0070]. After playback of the 
document and recording of user comments are complete, annotator stores the associations 
information into memory. Each comment is typically associated with a certain document and/or a 
certain user. This suggests the inclusion of a marker to represent a specific user and/or document. 

'said processor for creating a text directly from the audio security disclosure data at a 
second time subsequent to the first time and for inserting a second marker in the text in a position 
corresponding to a location of the first marker in the audio security disclosure data'. See page 6, 
[0061]. The reference provides a start mark and an end annotation directly from the audio 
formatted data. 

In reference to dependent claim 2, Spielberg teaches: 

Each comment the user provides is stored by the system in memory and associated with a 
location in the document that is contextually relevant to the comment. If, for instance, the 
document is a script, the person reviewing the script may insert comments about a particular 
scene. See page 5, [0044 and 0045]. 
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In reference to dependent claim 3, Spielberg teaches: 

PC or PDA may be components in communication with a processor for delivering 
content including said markers to a specific user. See page 4, [0042]. 
In reference to dependent claim 4 and 5, Spielberg teaches: 

Each annotation file comprises one or more users. In one embodiment of the invention, 
the annotations (annotations that contain a first mark and an end mark) file contains a list of 
memory locations, network addresses, or hyperlinks that reference or comprise user comments. 
If the hyperlinks were presented using the interface of Spielberg it would allow the user to view 
the comments made to corresponding to specific content. See page 8, [0071 through 0072]. 
Furthermore, different users are tracked based upon annotations made. This would allow the user 
to review comments (annotations) made and select specific marker text using hyperlinks 
associated with the annotated data. See page 10, [0098] and page 11, [0099]. 
In reference to dependent claim 6, Spielberg teaches: 

If a user named user 1 made comments about a particular portion of a document, the 
device would identify, at the time the comment was played, that the comment originated from 
user 1. See page 5, [0047]. 

In reference to dependent claim 7, Spielberg teaches: 

A subsequent annotation mark may signify the end of user comments for that location in 
the document. In some instances the passage of a certain period of time causes the annotation 
end mark to occur. See page 6, [0061 and 0062]. 
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In reference to dependent claim 8, Spielberg teaches: 

As structured, a second user may comment on any comment in annotations file made by a 
previous user. Therefore, it is possible to have a series of comments at the same level serving as 
intermediate nodes to additional comments. Because any comment or mark would have a 
beginning mark and end mark, the reference suggests a means of providing a third comment 
(mark) corresponding to the first and second mark. 
In reference to dependent claim 9, Spielberg teaches: 

The use of a hierarchical tree in this form makes it possible to add comments upon 
comments to any desired level, limited only by the memory capacity of the server, while still 
maintaining the ability to trace back to the original document. With this tree structure, it is 
possible to traverse the hierarchical tree to review selective comments using an annotation 
engine. See page 11, [0099 through 0100]. The annotations file contains a list of memory 
locations, network addresses, or hyperlinks that reference or comprise user comments. See page 
8, [0071]. 

In reference to dependent claims 10-22, the language reflects similar language found within 
claims 1-9. The reference to Spielberg teaches a hierarchy of comments made by specific users 
and allows for the retrieval and review of comments through a user interface. Therefore, claims 
10-22 are rejected under similar rationale. 
In reference to dependent claim 23, Spielberg teaches: 

If a user named user 1 made comments about a particular portion of a document, the 
device would identify, at the time the comment was played, that the comment originated from 
user 1. See page 5, [0047]. 
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In reference to dependent claim 24, Spielberg teaches: 

A subsequent annotation mark may signify the end of user comments for that location in 
the document. In some instances the passage of a certain period of time causes the annotation 
end mark to occur. See page 6, [0061 and 0062]. 

In reference to claims 25-38, the language reflects similar language found within claims 1-9. 
The reference to Spielberg teaches a hierarchy of comments made by specific users and allows 
for the retrieval and review of comments through a user interface. Therefore, claims 10-22 are 
rejected under similar rationale. 

In reference to dependent claim 40-57, the claims recite various descriptions of what a marker 
is based upon. The mark taught by Spielberg is a mark based upon an annotation which is based 
upon a comment which could be based upon a script. The reference provides a proficient 
suggestion of a mark that could be based upon many different types of data or content. 
Therefore, the reference suggests annotations made based upon a variety of concepts dependent 
upon the content being retrieved. See pages 5, [0045 through 0047] and page 6, [0061 through 
0063]. 

In reference to independent claim 58, the claim recites similar language to the rejected 
apparatus claim, independent claim 1. Therefore, independent claim 58 is rejected under similar 
rationale. 

In reference to dependent claim 59, Spielberg teaches: 

At the occurrence of annotation start mark, audio playback of the document pauses and 
annotator begins recording user comments. See page 6, [0062]. 
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In reference to independent claim 60, the claim recites similar language to the rejected 
apparatus claim, independent claim 1. Therefore, independent claim 58 is rejected under similar 
rationale. 

In reference to dependent claim 61, Spielberg teaches: 

Annotator has the capability to record sound and text data from a user. User comments 
may arrive from a sound input source such as a microphone and recorded in memory by 
annotator. See page 7, [0063]. 

In reference to dependent claim 62 and 63, Spielberg teaches: 

Nodes may be added to the hierarchical tree of annotations. The use of a hierarchical tree 
in this form makes it possible to add comments upon comments to any desired level. With this 
tree structure, it is possible to traverse the hierarchical tree to review selective comments using a 
sophisticated playback controller and annotating engine. Also, the reference discloses monitors 
for use with the system to display graphical images. See page 11, [0099 through 0107]. 
In reference to claims 64-67, the reference to Spielberg teaches comments provided by the user 
and stored by the system in memory and associated with a location in the document that is 
contextually relevant to the comment. The example of a script is provided, however, the 
reference does not limit the content to script. It allows for varying types of content and data to be 
used with the system and does not limit the invention to a specific type of data. See page 5, 
[0045]. 

In reference to claims 68 and 69, the claims recite similar limitations to those found in 
Independent claim 1 and dependent claim dependent claim 62. Therefore, the claims are rejected 
under similar rationale. 
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Response to Arguments 

6. Applicant's arguments with respect to claims 1-69 have been considered but are moot in 
view of the new ground(s) of rejection. 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MATTHEW J. LUDWIG whose telephone number is (571)272- 
4127. The examiner can normally be reached on 9:00am-6:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen Hong can be reached on 57 1 -272-4124. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Stephen S. Hong/ 

Supervisory Patent Examiner, Art Unit 
2178 
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